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3308 
DATE MAILED: 


04/25/95 
This action Is made final. 


A shortened statutory period for response to this action Is set to expire . 


month(s). 


Failure to respond within the period for response will cause the application to tjecome at}andoned. 35 U.S.G. 133 
Part I THE FOLLOWING ATTACHMENT(S) ARE PART OF THIS ACTION: 


days from the date of this letter. 


h Notice of References Cited bf Examiner, PTO-892. 

hNotice of Art Cited by Applicant, PTO-1449. 

1 Infonnation on How to Effect Drawing Changes, PTO-1474., 


2. n Notice of Draftsman's Patent Drawing Review, PTO-948. 
4. □ Notice of Infonnal Patent Application, PTO-152. 
6. □ 


Part II SUMMARY OF ACTION 

1. CSl Claims 


Of the above, claims 


arew 

2.{Z1 Claims 


a^d hi - /-Zo 


3. CD Claims 




4. Claims 




5. □ Claims 


are pending in the application, 
withdrawn from consideration, 
have been cancelled. 
. are allowed. 
. are rejected. 
. are objected to. 


6. □ Claims, 


_ are subject to restriction or election requirement. 


7. □ This application has been filed with informal drawings under 37 C.F.R. 1 .85 which are acceptable for examination purposes. 

8. n Fomial drawings are required In response to this Office action. 

9. □ The rorrected or sutetitute drawings have been received on . Under 37 C.F.R. 1 .84 these drawings 


are □ acceptable; □ not acceptable (see explanation or Notice of Draftsman's Patent Drawing Review, PTO-948). 

. has (have) been □ approved by the 


10. n The proposed additional or substitute sheet(8) of drawings, filed on 

examiner; □ disapproved by the examiner (see explanation). 

1 1 . □ The proposed drawing correction, filed , has been □ approved: D disapproved (see explanation). 

12. □ Acltnowiedgement is made of the claim for priority under 35 U.S.C. 1 19. The certified copy has □ been received Q not been received 

□ been filed In parent application, serial no. ^ ; filed on 

13. □ Since this application apppears to be in condition for allowance except for formal matters, prosecution as to the merits Is closed in 

accordance with the practice under Ex parte Quayle. 1935 CD, 1 1 ; 453 O.Q. 213. 

14. □ Other 
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Part III DETAILED ACTION 


Information Disclosure Statement 

With respect to the references which have not been 
considered on the PTO-1449, see the explanation in Paper #6 of 
the parent application, Serial No, 08/052,414, dated 1 
November 1993, 


Claim Rejections - 35 USC §102/§ 103 

1. The following is a quotation of the appropriate paragraphs 
of 35 U.S,C, § 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless -- 
(b) the invention was patented or described in a printed 
publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the 
date of application for patent in the United States. 

(e) the invention was described in a patent granted on an 
application for patent by another filed in the United States 
before the invention thereof by the applicant for patent, or 
on an international application by another who has fulfilled 
the requirements of paragraphs (1) , (2) , and (4) of section 
371(c) of this title before the invention thereof by the 
applicant for patent. 

2, The following is a quotation of 35 U.S. C. § 103 which forms 
the basis for all obviousness rejections set forth in this Office 
action: 

A patent may not be obtained though the invention is not 
identically disclosed or described as set forth in 
section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject 
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matter pertains. Patentability shall not be negatived by 
the manner in which the invention was made. 

Si±>ject matter developed by another person, which qualifies 
as prior art only under subsection (f ) or (g) of section 102 
of this title, shall not preclude patentability under this 
section where the subject matter and the claimed invention 
were, at the time the invention was made, owned by the same 
person or subject to an obligation of assignment to the same 
person . 

3. Claims 80 and 93 are rejected under 35 U.S.C. § 102(E) as 
anticipated by or, in the alternative, under 35 U.S.C. § 103 as 
obvious over Berg et al. 

Berg et al. disclose an injectable particulate implantation 
system comprising generally soft elastic particles dispersed in 
non-retentive physiological medium. The particles have rough 
surface texture forming surface irregularities. While Berg et 
al. does not specifically state that the microporous collagen 
beads are elastic or soft, it is well established in the art that 
collagen is generally malleable and somewhat resilient especially 
when corrpared to metallic or ceramic particles. Examiner 
contends that the inherent properties of collagen fall within the 
range of "generally soft, malleable and elastic" as broadly 
claimed. 

4, Claim 99 is rejected imder 35 U.S.C. § 102(b) as anticipated 
by or, in the alternative, under 35 U.S.C. § 103 as obvious over 
Miyata et al. 

Miyata et al. disclose an injectable particulate 
inplantation system comprising generally soft elastic particles 
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dispersed in non-retentive physiological medium. The particles 
have rough surface texture forming surface irregularities. While 
Miyata et al. does not specifically state that the microporous 
collagen beads are elastic or soft, it is well established in the 
art that collagen is generally malleable and somewhat resilient 
especially when corrpared to metallic or ceramic particles. 
Examiner contends that the inherent properties of collagen fall 
within the range of "generally soft, malleable and elastic" as 
broadly claimed. 


judicially created doctrine of obviousness -type double patenting 
as being unpatentable over claims 1-9 of U.S. Patent 
No. 5,258,028. Although the conflicting claims are not 
identical, they are not patentably distinct from each other 
because these claims are obvious variants of the earlier patented 
claims . 


Claim Rejections - 35 USC § 101 



Claims 81-91, 94 -9^^ and 100 are rejected under the 
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Conclusion 

Any inquiry concerning this communication should be directed 
to Debra S. Brittingham at telephone nimiber (703) 308-3401. 



PATENT EXAMINER 
GROUP 3300 


